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DETAILED ACTION 

This action is issued in response to amendment filed 1/17/08 

Claims 1, 2, 6, 13, 18-20, 31, were amended. Claims 28-30 were canceled. Claims 34-37 
were added. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-10 and 32-37 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Schneider US Patent No. 6,338,082 in view of Balijepalli et al. (Balijepalli hereinafter) US Pre- 
Grant publication No. 2004/0230566. 

Claims land 13: Reference is made to FIG. 3 A and its associated discussion at col. 12, 
line 57 through col. 13, line 25. Step 306 in FIG. 3A is the receipt of request to monitor a name 
by initiating a search in a "WHOIS" database. Initiating a search is an act of monitoring. 
Step (314) diagrammatically illustrates the search for the domain name in the WHOIS database 
and the determination as to the existence of the name (also see col. 12, lines 62-67). 
Step (3 1 8) illustrates the return to the requestor of a displayed record of a domain name when 
such domain name is identified in the WHOIS database system. Determining a domain space 
about the name to be monitored, the domain space including at least one domain variation of the 
name to be monitored (Col. 5, lines 5-16, Scheinder); 
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Schneider differs in that the search step is not recited as being performed periodically and 
automatically. However, Balijepalli et al. teaches the concept of periodically and automatically 
performing a search for data on a network (paragraph 0008, last two lines) in order to return the 
most relevant and recent information to the user (paragraph 0004, last three lines). The periodic 
searching produces periodic results (paragraph 0005, first four lines). It would have been obvious 
to one of ordinary skill in the art to modify Schneider to perform periodic automatic searches and 
automatically deliver the results to the user in order to provide the most relevant and current 
information, as taught by Balijepalli et al. 

Claim 2: URLs associated with domain names can be communicated via electronic mail (col. 5, 
line 38). 

Claim 3: The monitored name is a domain name (FIG. 3A, step 306). 

Claim 4: A "WHOIS" database is a registry of domain names, and a plurality of such registries 
exist throughout the world (col. 5, lines 15-24). 

Claim 5: Col. 5, lines 40-44 illustrate a domain name as a string of characters ("example. corn"). 
Claim 6: FIG. 3A, step 306 establishes that a search is performed for a domain name. Col. 5, 
lines 40-44 establish that a domain name is a string of characters ("example, com"). Accordingly, 
the search for the domain name involves a search for a string of characters. 
Claim 7: The search of the WHOIS database registries involves searching all entries for matches. 
Such a search would inherently involve relatively more recent entries and relatively older entries. 
Claim 8: FIG. 3 A illustrates the generation of a notification message (display record). The 
display record is displayed to the user who initiated the request, thus the message is forwarded to 
the requestor. 
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Claim 9: The WHOIS database inherently contains data on domain name registrant, contact 
information, and date of registration or update to registration. Examiner has provided a copy of a 
WHOIS search for "Washington College" as evidence to support this conclusion, although the 
search results are not being referred to as prior art, since examiner maintains that the claimed 
features are inherent, rather than obvious. 

Claim 10: FIG. 3A, step (306) illustrates receiving a request from a requestor. The request can be 
made over the Internet using a TCP/IP application (col. 5, lines 5-15). 

Claim 32: Col. 6, lines 60-64 provide an example of where a template search term is used where 
the template search term includes both text and the wildcard character "%". Schneider differs in 
that the search step is not recited as being performed periodically and automatically. However, 
Balijepalli et al. teaches the concept of periodically and automatically performing a search for 
data on a network (paragraph 0008, last two lines) in order to return the most relevant and recent 
information to the user (paragraph 0004, last three lines). The periodic searching produces 
periodic results (paragraph 0005, first four lines). It would have been obvious to one of ordinary 
skill in the art to modify Schneider to perform periodic automatic searches and automatically 
deliver the results to the user in order to provide the most relevant and current information, as 
taught by Balijepalli et al. 

Claims 34 and 37:Schneider Fig. 2b, step 230 showing the error message which corresponds to 
the warning message to at least one register of the identified one or more registration. 
Claim 35:Schneider Fig. 3a, discloses the monitoring activation of a website at the domain 
names to the identified one or more registrations. 
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Claim 36: Schneider Fig. 3a step 314 discloses the step of informing the requestor of the 
activation of a website at the domain name of the identified one or more registrations. 

Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2 ) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 1 1-12, 3 1 and 33 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Schneider (U.S. Patent 6,338,082). 

Claim 1 1 : Reference is made to FIG. 3A and its associated discussion at col. 12, line 57 through 

col. 13, line 25. Step 306 in FIG. 3A is the receipt of request to monitor a name by initiating a 

search in a "WHOIS" database. Initiating a search is an act of monitoring. 

Step (314) diagrammatically illustrates the search for the domain name in the WHOIS database 

and the determination as to the existence of the name (also see col. 12, lines 62-67). 

Step (318) illustrates the return to the requestor of a displayed record of a domain name when 

such domain name is identified in the WHOIS database system. 

The displayed search results from the WHOIS database search (step 318) would constitute a 

warning message indicating that a domain name is in use by another party. 

Claim 12: The display of search results from the WHOIS search (step 3 18) is automated (done 
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without manually searching through all the record). Accordingly, the action of sending a 
message (displayed results) is done automatically. 

Claim 3 1 : The input of the requested name is provided through the Internet (FIG. 1 A). Claim 33 : 
Reference is made to FIG. 3A and its associated discussion at col. 12, line 57 through col. 13, 
line 25. Step 306 in FIG. 3 A is the receipt of request to monitor a name by initiating a search in a 
"WHOIS" database. Initiating a search is an act of monitoring. 

Step (314) diagrammatically illustrates the search for the domain name in the WHOIS database 
and the determination as to the existence of the name (also see col. 12, lines 62-67). 
Step (318) illustrates the return to the requestor of a displayed record of a domain name when 
such domain name is identified in the WHOIS database system. 



Response to Arguments 

Applicant's arguments filed 10/18/07 have been fully considered but they are not 
persuasive. 

It is a well settled rule that a reference must be considered not only for what it expressly 
teaches but also for what it fairly suggests. See In re Burckel, 592 F.2d 1 175, 201 USPQ 67 
(CCPA 1979) and In re Lamberti, 545 F.2d 747, 192 USPQ 278 (CCPA 1976) as well as In re 
Bode, 550 F.2d 656, 193 USPQ 12 (CCPA 1977) which indicates such fair suggestions to 
unpreferred embodiments must be considered even if they were not illustrated. Additionally, it is 
an equally well settled rule that what a reference can be said to fairly suggest relates to the 
concepts fairly contained therein, and is not limited by the specific structure chosen to illustrate 
such concepts. See In re Bascom, 230 F.2d 612, 109 USPQ 98 (CCPA 1956). 
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Applicant argues the rejection fails to establish a prima facie case of obviousness. Three 
basic criteria must be met. First there must be some suggestion or motivation. Second, there must 
be a reasonable expectation of success. 

Examiner disagrees. A prima facie case was established. First the rejection above on page 
3 stated the motivation to combine the 2 references and the expectation of success. 

Applicant argues the combination of Schneider in view of Balijepalli do not teach or 
suggest all the claim limitations. 

Examiner disagrees. As stated in the rejection above all the limitations have been 
addressed. 

Conclusion 

1 . THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 



Point of Contact 



Application/Control Number: 1 0/039,34 1 Page 8 

Art Unit: 2164 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sana Al-Hashemi whose telephone number is 571-272-4013. 
The examiner can normally be reached on 8Am-4:30Pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Charles Rones can be reached on 571-272-4085. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Sana Al-Hashemi/ 

Primary Examiner, Art Unit 2164 



